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DETAILED ACTION 
Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, All F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .32 1 (c) or 1 .32 1 (d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent cither is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

2. Claims 1, 10, 48, and 52 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 37, 51, and 70 of U.S. Patent No. 6,888,509 
in view of Chung. US 6,421,013. Pat. 509' lacks of showing a second electrically conductive 
region associated with the bottom surface of the substrate forming an RFID antenna. Chung 
teaches a tamper-resistant wireless RFID tag comprises, a second electrically conductive region 
(38B) deposed at the top surface of the substrate (20) which associated with the bottom electrical 
conductive region (30A) to form an RFID antenna (30) [see Figs. 4-6, col. 12, lines 18-54]. It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made having a motivation of employed an electrically conductive region on the top surface of the 
substrate as suggested by Chung into the RFID tag, for the benefit of increasing of reading range 
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and be able to detect tamper destruct properties. 



Specification 

3. The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required: The original specification fails to support the claimed limitation "an RFID 
tag comprising, an RF read/write device communicating with the memory of the RFID integrated 
circuit" of claims 58 and 63. The specification merely described the remote RF read/write 
device, not an RFID tag comprising, RF read/write device. 



Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 58 and 63 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. In claims 58 and 63, it is unclear of claimed "an radio 
frequency (RF) read/write device" that read and write to/from tag's memory, however, the 
preamble merely claimed 'An RFID tag comprising". Because the RF device used of radio 
frequency to read/write with the tag memory, which should be positioned remotely from the 
RFID tag, instead of within the RFID tag itself as claimed. 



Claim Rejections - 35 USC § 102 
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6. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

7. Claims 1, 4-10, 13-18, 48, 50-51 and 58-60 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Atherton [W0 01/71848], which correspondences of US patent 6,888,509. 

Regarding claim 1: Atherton discloses an RFID tag [Fig. 10B], comprising: 
a substrate (1001) having a top surface and a bottom surface; 
an RFID integrated circuit (1002) disposed on the top surface of the substrate; 
a first electrically conductive region (1003) associated with the top surface of 
the substrate and electrically coupled to the RFID integrated circuit; 

a second electrically conductive region (met by tamper track 1005) associated with the bottom 
surface of the substrate and electrically coupled to the first conductive region, the first and 
second conductive regions forming an RFID antenna; the RFID integrated circuit, first 
conductive region and second conductive region together providing an RFID function; 
an attachment layer (1006) associated with the bottom surface of the substrate for attaching the 
tag to a receiving_surface; and 

an adhesion modifying layer (1008) modifying adhesion of the second conductive region [e.g. 
greater or less, absent or present adhesive in a particular region as cited at page 4, 2 nd paragraph] 
such that the second conductive region is disrupted if the tag is tampered or removed from the 
receiving_surface [as shown in Figs. 10A-10C of US 6,888,509 and page 8 of description]. 

Regarding claim 4: Atherton discloses, wherein the first conductive region is directly 
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coupled to the RFID integrated circuit [cited page 8, paragraph 4]. 

Regarding claims 5-6: Atherton discloses wherein the first adhesion modifying layer 
[1008] is arranged between the bottom surface of the substrate and the electrically conductive 
region or arranged between the electrically conductive region and the attachment layer [cited @ 
page 4, paragraph 1]. 

Regarding claim 7: Atherton discloses, wherein the attachment layer [1006] is a layer of 
adhesive [page 8, paragraph 3]. 

Regarding claim 8: Atherton discloses, further comprising an overlayer [1007] 
formed over the first conductive region and the RFID integrated circuit. 

Regarding claim 9: Atherton discloses, further comprising printed graphics applied to 
the tag [page 8, paragraph 4]. 

Regarding claim 10: Atherton discloses an RFID tag [Fig. 10B], comprising: 
a substrate [1001] having a top surface and a bottom surface; 

an RFID integrated circuit [1002] disposed on the top surface of the substrate; a first electrically 
conductive region [1003] disposed on the top surface of the substrate and electrically coupled to 
the RFID integrated circuit, the first conductive region forming an RFID antenna; 
a second electrically conductive region [met by tamper track 1005] disposed on the bottom 
surface of the substrate and electrically coupled to the RFID integrated circuit, the RFID 
integrated circuit adapted to detect at least one electrical property of the second conductive 
region [cited at page 9 1 st paragraph]; 

an attachment layer [1006] for attaching the tag to a receiving surface, the attachment layer being 
associated with the bottom of the substrate; and 
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an adhesion modifying layer [1008] modifying adhesion of the second conductive region [1005] 
such that the second conductive region is disrupted if the tag is tampered or removed from the 
receiving surface, thereby modifying the at least one electrical property of the second conductive 
region detected by the RFID integrated circuit [as shown in Figs. 10A-10C of US 6,888,509 and 
page 8, of WIPO description]. 

Regarding claim 13: Atherton discloses, wherein the second conductive region is 
arranged around a perimeter of the bottom surface of the substrate [cited @ page 8, paragraph 6]. 

Regarding claim 14: Atherton discloses, wherein the RFID integrated circuit is adapted 
to record information representing the at least one electrical property of the second conductive 
region [cited @ page 9 paragraph 1]. 

Regarding claim 15: Atherton discloses, further comprising a power source within the 
tag and coupled to the RFID integrated circuit (inherently included in an active tag, as cited @ 
last paragraph of page 8). 

Regarding claims 16-17: Atherton discloses, further comprising at least one coupling 
circuit [met by the through connect points 1004] directly connected to the RFID integrated 
circuit for electrically coupling the RFID integrated circuit to the second conductive region. 

Regarding claim 18: Atherton discloses, wherein the at least one electrical property is 
an electrical impedance value of the second conductive region [as cited @ page 8, paragraph 6]. 

Regarding claim 48: Atherton discloses, An RFID tag [Fig. 5], comprising: 
a substrate [101] having a top surface and a bottom surface; 

an electrically conductive region [102] disposed on the bottom surface of the substrate, the 
conductive region forming an RFID antenna; 
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an attachment layer [103] for attaching the tag to a receiving surface, the attachment layer being 
associated with the bottom surface of the substrate; 

an PvFID integrated circuit disposed on the top surface of the substrate and electrically coupled to 
the electrically conductive region; and 

a first adhesion modifying layer [105] modifying the adhesion of the electrically conductive 
region so as to provide areas of different adhesion strength [cited at page 9 1 st paragraph] such 
that the electrically conductive region is disrupted if the tag is tampered or removed from the 
receiving surface [see Fig. 5A-5B, page 5, paragraphs 1 1-13]. 

Regarding claims 50-51: Athcrton discloses wherein the first adhesion modifying layer 
[105] is arranged between the bottom surface of the substrate and the electrically conductive 
region or arranged between the electrically conductive region and the attachment layer [cited @ 
page 4, paragraph 1]. 

Regarding claim 58: Atherton discloses an RFID tag [Fig. 10], comprising: 
a substrate (1001) having a top surface and a bottom surface; 

an electrically conductive region (tamper track 1005) disposed on the bottom surface of the 
substrate, the conductive region forming an RFID antenna; 

an attachment layer (1006) for attaching the tag to a receiving surface, the attachment layer being 
associated with the bottom surface of the substrate; an RFID integrated circuit (1004) disposed 
on the top surface of the substrate and electrically coupled to the electrically conductive region, 
the RFID integrated circuit including a memory; an RF read/write device communicating with 
the memory of the RFID integrated circuit; and 

a first adhesion modifying layer (1008) modifying adhesion of the electrically conductive region 
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such that the electrically conductive region is disrupted if the tag is tampered or removed from 
the receiving surface, wherein the RF read/write device writes information into the memory of 
the PvFID integrated circuit indicating that the electrically conductive region has been disrupted 
[cited @ page 8, paragraphs 6-8]. 

Regarding claim 59: wherein the information written into the RFID integrated circuit is 
locked so that the information cannot be subsequently be modified [page 8, U 8]. 

Regarding claim 60: wherein the information written into the RFID integrated circuit is 
a permanent record that the conductive region has been disrupted [page 8, H 8]. 

Claim Rejections - 35 USC §103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claim 49 is rejected under 35 U.S.C. 103(a) as being unpatentable over Atherton. 
Regarding claim 49: Atherton further discloses at another embodiment of [Fig. 7C] 

which RFID tag comprises a first adhesion modifying layer (701) and a second adhesion 
modifying layer (105) modifying the adhesion of the RFID integrated circuit (402) such that the 
RFID integrated circuit is modified if the RFID circuit is removed from the substrate [cited @ 
page 6, paragraph 3]. It would have been obvious of one having ordinary skill in the art at the 
time the invention was made to have another adhesion modifying layer as suggested by another 
embodiment of Atherton above, for the purpose of enhancing tamper detection. 
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10. Claims 2-3, 11-12 and 52-57 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Atherton in view of Stafford et al. [US 5,892,661]. 

Regarding claim 52: Atherton discloses, An RFID tag [Fig. 10], comprising: 
a substrate [1001]having a top surface and a bottom surface; 
an RFID integrated circuit [1002] disposed on the top surface of the substrate; 
a first electrically conductive region [1003] associated with the top surface of 
the substrate and electrically coupled to the RFID integrated circuit, the first conductive region 
forming an RFID antenna; 

a second electrically conductive region [met by tamper track 1008] associated with the bottom 
surface of the substrate and electrically coupled to the RFID circuit; 

an attachment layer [1006] associated with the bottom surface of the substrate for attaching the 
tag to a receiving surface; and 

a first adhesion modifying layer [1008] modifying the adhesion of the second conductive region 
such that the second conductive region is disrupted if the tag is tampered or removed from the 
receiving surface [as shown in Figs. 1 OA- 10C of US 6,888,509 and page 8, of WIPO 
description]. Atherton does not specifically show that the first and second electrically 
conductive regions are coupled to the RFID circuit via non-contact coupling. Stafford teaches a 
smartcard (10) comprising, a capacitive antenna structure [as shown in Figs. 1 and 5], wherein 
the electrically conductive region (21), (22) and (32) are coupled to each other via non-contact 
coupling (capacitive coupling) to form the antennae [see col. 3, lines 21-32, and col. 6, lines 1- 
19]. In the same field of endeavor, it would have been obvious of one having ordinary skill in 
the art at the time the invention was made to have the electrical conductive regions to couple to 
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the any component in the RFID tag (e.g. IC circuit) via non-contact coupling (capacitive 
coupling) as suggested by Stafford, for the benefit of optimizing the sensitivity of the coupling. 

Regarding claim 53: Atherton further discloses at another embodiment of [Fig. 7C] 
which RFID tag comprises a first adhesion modifying layer (701) and a second adhesion 
modifying layer (105) modifying the adhesion of the RFID integrated circuit (402) such that the 
RFID integrated circuit is modified if the RFID circuit is removed from the substrate [cited @ 
page 6, paragraph 3]. 

Regarding claims 54-55: Atherton discloses, wherein the first adhesion modifying 
layer is arranged between the bottom of the substrate and the second conductive region or second 
region and the attachment layer [cited @ page 4, paragraph 1]. 

Regarding claims 56-57: The claimed limitations are interpreted and rejected as claims 
7-8 above. 

Regarding claims 2-3 and 11-12 : Atherton discloses all the limitation above, except for 
not specifically shows the second conductive region is coupled to the RFID integrated circuit via 
non-contact coupling, Stafford teaches a smartcard (10) comprising, a capacitive antenna 
structure [as shown in Figs. 1 and 5], wherein the electrically conductive region (21), (22) and 
(32) are coupled to each other via non-contact coupling (capacitive coupling) to form the 
antennae [see col. 3, lines 21-32, and col. 6, lines 1-19]. Since, capacitive coupling is known in 
RFID tag art and in the same field of endeavor, it would have been obvious of one having 
ordinary skill in the art at the time the invention was made to have the electrical conductive 
regions to couple to any appropriate component in the RFID tag, including coupling to IC circuit 
via capacitive coupling (non-contact) as suggested by Stafford, into RFID tag of Atherton for the 
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benefit of optimizing the sensitivity of antenna coupling. 

1 1 . Claims 61-71 are rejected under 35 U.S.C. 103(a) as being unpatentable over Atherton in 
view of Carr et al. [US 6,859,745]. 

Regarding claim 61: Atherton discloses that the chip (1002) can be programmed to 
modify its own memory contents to indicate that tamper, in which the content is not altered back 
to the original state [page 9, If 1], except for not specifically show that how the initial value 
(state) is being written into RFID tag's memory. Carr et al. teaches an RFID tag (16) comprises 
a tamper detection device which stores initial value (state) into the memory at the time of initial 
capping and the sensor is activated, which the values being stored every time the package has 
been opened (tampered) [see col. 8, lines 7-30], which constitutes of storing initial value and 
subsequence values for determining tampered/opened. It would have been obvious of one 
having ordinary skill in the art at the time the invention was made to employ the concept of 
recording initial value/state for determining the changed as suggested by Carr et al., for the 
purpose of optimizing the state change determination. 

Regarding claim 62: wherein the initial value of the at least one electrical property is 
locked in the memory of the RFID integrated circuit to avoid modification [cited @ page 3, If 13, 
and page 9, If 1]. 

Regarding claim 63: Atherton discloses an RFID tag [Fig. 10], comprising: 

a substrate (1001) having a top surface and a bottom surface; 
an electrically conductive region (1005) disposed on the bottom surface of the substrate, the 
conductive region forming an RFID antenna; 
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an attachment layer (1006) for attaching the tag to a receiving surface, the attachment layer being 
associated with the bottom surface of the substrate; 

an PvFID integrated circuit disposed on the top surface of the substrate and electrically coupled to 
the electrically conductive region, the RFID integrated circuit including a memory; and 
an RF read/write device communicating with the memory of the RFID integrated circuit [cited @ 
page 9, Tl 1], except for not specifically show that the initial value (state) is being written into 
RFID tag's memory then compare with subsequences detected values (states). Carr et al. teaches 
an RFID tag (16) comprises a tamper detection device which stores initial value (state) into the 
memory at the time of initial capping and the sensor is activated, then stores subsequences values 
and times of every time the package has been opened (tampered) [see col. 8, lines 7-30], which 
constitutes of storing initial value and subsequence values for determining tampered/opened. It 
would have been obvious of one having ordinary skill in the art at the time the invention was 
made, to employ the concept of recording initial value/state as a baseline value for determining 
the changed of the tag as suggested by Carr ct al., for the benefit of optimizing the changed state 
determination. 

Regarding claim 64: Atherton disclose all the limitations as described above, except for 
not specifically show that, wherein if the subsequent value matches with the initial value, it is 
determined that the RFID integrated circuit is electrically coupled to a particular type of 
electrically conductive region. As long as, there is no changed in any of tamper determination in 
the tag, the RFID tag is normally operated. It would have been obvious of one having ordinary 
skill in the art to recognize that, when the subsequence measured value is same as the 
initial/reference value, there is no change in tamper determination thereof, which means that the 
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PvFID tag is operated normally (e.g. electrically coupled to a particular type of electrically 
conductive region). 

Regarding claims 65, 67-69: Atherton further discloses that the initial value of the at 
least one electrical property of the electrically conductive region (tamper track 1005) is adapted 
to be deliberately varied before the initial value is written into the memory of the RFID 
integrated circuit [cited @ page 8, H 6], wherein, the tamper track can be adjusted to provide the 
correct electrical resistance properties. 

Regarding claim 66: Atherton disclosed internal tamper track detection and stores in 
memory above; Atherton docs not specifically mention that the RFID integrated circuit detects 
an impedance of the electrically conductive region. However, Atherton discloses that the tamper 
track (1005) is an electrical resistance (impedance) that can be detected by the internal tamper 
track detection. Therefore, it would have been obvious of one having ordinary skill in the art to 
recognize that the tamper track detection is capable of detecting electrical resistance (impedance) 
of at least one electrical property of the electrically conductive region. 

Regarding claim 70: wherein the initial value of the at least one electrical property is 
deliberately varied by changing a type of material comprising the electrically conductive region 
[cited @ page 3, H 12]. 

Regarding claim 71: Atherton discloses that the tamper track (1005) configurable to be 
run inside, outside or beneath the antenna (1003) [cited @ page 8, Tf 6]. But does not specifically 
show the tamper track can be change at an area of a non-contact coupling circuit coupling the 
electrically conductive region to the RFID integrated circuit. As long as, the tamper track can be 
deposed at any appropriated area within the RFID tag (e.g. inside, outside or beneath the 
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antenna), in that, the tamper track can be deposed at area of non-contact coupling circuit 
(capacitive) as known in the art. Therefore, it would have been obvious of one having ordinary 
skill in the art to recognize that the initial value (tamper track properties impedance) can be 
varied by changing any appropriate position including, an area of a non-contact coupling circuit 
(capacitive coupling) to the RFID integrated circuit. 

Response to Arguments 

12. Applicant's arguments, filed 12/01/08, with respect to Double Patent and claims 1-57 
rejection have been fully considered and are persuasive. A new rejection has been issued 
above. 

Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Detcheverry et al. [US 6,700,796], Egbert [US 2003/0016133] and Hicklet et al. [US 
5,430,441]. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SON M. TANG whose telephone number is (571)272-2962. The 
examiner can normally be reached on 5/8. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel Wu can be reached on (571)272-2964. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
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Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/ST/ 



/Daniel Wu/ 

Supervisory Patent Examiner, Art Unit 2612 



